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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )H Responsive to communication(s) filed on 18 May 2006 . 
2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [x] Claim(s) 7-79 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 7-79 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Priority under 35 U.S.C. § 119 
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DETAILED ACTION 
Response to Amendment 

Amendment received on 05/18/2006 is acknowledged and entered. Claims 4, 6, 
9, 10 t 12, 13, 15, 16 t 18 and 19 have been amended. Claims 1-19 are currently pending 
in the application. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 12 and 13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As per Claim 12, the claim recites the limitation "the qualification criterion" in first 
method step. There is insufficient antecedent basis for this limitation in the claim. 

As per Claim 13, the preamble of the claim is directed to a "method of simulating 
relation", while the body of the claim does not recite this feature, which is confusing. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-10 and 14-19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Rothman et al. (US 6,505,168). 
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Rothman et al. (Rothman) teaches a promotion method, system and computer- 
readable recording medium having instructions embedded therein for performing said 
method, comprising: 

Claim 4. Said system, comprising: 

a storing device storing a plurality of membership qualification tables of a plurality 
of services in a membership qualification system, each of the plurality of membership 
qualification tables including qualification criterion information for qualifying membership 
of a corresponding service (Fig. 4; items 22 and 24), and defining a prescribed service 
of which a user ought to be a member to have a membership qualification for the 
corresponding service, and identification information of a first service of the plurality of 
services being included by qualification criterion information for qualifying membership 
of a second service of the plurality of services for indicating the prescribed service (C. 
10, L 21-33); 

a receiving device receiving information of a user for whom membership 
qualification is performed (Fig. 4; items 28); 

a first determining device (preference engine 20) determining, in response to the 
information of the user, whether the user is utilizing the first service when the user 
wants to become a member of the second service, and 

second determining device (match engine 30) determining that the user has a 
membership qualification for the second service by referring to the membership 
qualification table (32) of the second service and checking that the identification 
information of the first service is included in the qualification criterion information of the 
second service when the user is utilizing the first service (C. 10, L. 35-39). 

Claim 1. Said system, wherein said storing device stores a plurality of service 
tables of the services, each of which includes a membership condition of a 
corresponding service, wherein said receiving device receives from the user a request 
to present an available membership service for the user (C. 4, L7-8), and wherein said 
processing system further comprises: 
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a selecting device extracting, from among the plurality of service tables, a first 
membership condition from a service table of a current service of which the user has 
become a member and a second membership condition from at least one service table 
of at least one other service of which the user has not become a member in response to 
the request, comparing the first and second membership conditions, and selecting an 
eligible service of which the user can become a member, and a presenting device 
presenting information to the user about the eligible service of which the user can 
become a member (C. 10, L. 28-55). 

Claim 2. Said system, wherein when the user is a member of at least two 
services, said selecting device totals membership conditions of the at least two services 
using an AND operation and compares a totaled membership condition with the second 
membership condition of the service of which the user has not become a member 
(evaluating eligibility of the shopper by comparing shopper's criteria against promotion 
table criteria) (C. 10, L. 21-39). 

Claim 3. Said system, comprising a registering device registering common 
certificate information (matching condition) that is in common with the at least two 
services, wherein said receiving device receives certificate information (identity) of the 
user, and wherein, when the certificate information of the user corresponds to the 
common certificate information said selecting device obtains the membership conditions 
of the at least two services based on the certificate information of the user (C. 10, L. 21- 
39). 

Claim 5. Said system, comprising a registering device registering certificate 
information for a service that the user is utilizing, wherein said receiving device receives 
identification information of the certificate information of the user, and wherein when the 
identification information corresponds to the registered certificate information, said first 
determining device obtains information about the service that the user is utilizing based 
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on the identification information and determines whether or not the user is utilizing the 
first service (C. 10, L 21-39). 



Claim 6. Said system, comprising: 

a storing device storing a plurality of service tables of a plurality of existing 
services in a membership qualification system, each of the plurality of service tables 
including a membership condition of a corresponding service of the plurality of existing 
services (Fig. 4; items 22 and 24); 

a designating device designating a new membership condition (Fig. 4; item 14); 
a simulating device (Fig. 4; item 30) comparing each membership condition of the 
service tables of the existing services with the new membership condition, adding 
information of users who are members of an existing service to a member count table 
when the new membership condition satisfies an old membership condition of the 
existing service, and obtaining new member information about a number of users who 
can become members of another service corresponding to the new membership 
condition by counting a number of pieces of information contained in the member count 
table (evaluating eligibility of the shopper by comparing shopper's criteria against 
promotion table criteria) and outputting the new member information (C. 10, L. 21-39). 

Claim 7. Said system, comprising: 

a registering device registering a plurality of pieces of certificate information of 
the plurality of users who are utilizing the existing services (identifying are shoppers 
members), wherein said simulating device adds certificate information of the users who 
are the members of the existing service to the member count table when the new 
membership condition satisfies the old membership condition of the existing service, 
counts a number of the pieces of certificate information contained in the member count 
table, and obtains the number of users who can become the members of the other 
service corresponding to the new membership condition (evaluating eligibility of the 
shopper by comparing shopper's criteria against promotion table criteria) (C. 10, L. 21- 
39). 
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Claim 9. Said computer-readable recording medium on which at least one 
program for a computer is recorded, said program comprising: 
receiving information of a user for whom membership qualification is performed (C. 10, 
L 21-33); 

determining whether the user is utilizing a first service in a membership 
qualification system using membership qualification tables of services, each of the 
membership qualification tables including qualification criterion information for qualifying 
membership of a corresponding service and defining a prescribed service of which a 
user ought to be a member to have a membership qualification for the corresponding 
service, when the user wants to become a member of a second service in the 
membership qualification system based on the identification information of the first 
service included in the qualification criterion information for qualifying membership of 
the second service and 

determining that the user has a membership qualification for the second service 
by referring to the membership qualification table of the second service and checking 
that the identification information of the first service is included in the qualification 
criterion information of the second service when the user is utilizing the first service (C. 
10, L. 21-39). 

Claim 8. Said system, wherein by said receiving the computer receives from the 
user a request to present an available membership service for the user, and wherein 
said method further comprises: 

extracting, in response to the request, from among a plurality of service tables of 
the services, each of which includes a first membership condition of a current service of 
which the user has become a member, and a second membership condition from at 
least one service table of at least one other service of which the user has not become a 
member (C. 10, L. 21-39); 

comparing the first and second membership conditions (Fig. 4; item 30); 

selecting an eligible service of which the user can become a member, and 
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presenting information to the user about the eligible service of which the user can 
become a member (C. 10, L. 21-39). 

Claim 10. Said computer-readable recording medium on which at least one 
program for a computer is recorded, said at least one program causing the computer to 
perform: 

storing service tables of existing services, each of the service tables including a 
membership condition of a corresponding service of the existing services (Fig. 4; C. 10, 
L. 21-33); 

designating a new membership condition (Fig. 4; item 16); 

comparing each membership condition of the service tables of the existing 

services in a membership qualification system with the new membership 

condition (Fig. 4; item 30); 

adding information of users who are members of an existing service to a member 
count table when the new membership condition satisfies an old membership 

condition of the existing service (Fig. 4; item 30); 

obtaining new member information about a number of users who can become 

members of another service corresponding to the new membership condition by 

counting a number of pieces of information contained in the member count table (C. 10, 

L. 21-33); 

outputting the new member information (Fig. 4). 
Claim 15. Said system, comprising: 

storing means for storing membership qualification tables of services in a 
membership qualification system, each of the membership qualification tables including 
qualification criterion information for qualifying membership of a corresponding service 
and defining a prescribed service of which a user ought to be a member to have a 
membership qualification for the corresponding service, and identification information of 
a first service included in the qualification criterion information for qualifying membership 
of a second service for indicating the prescribed service (Fig. 4; item 24); 
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a receiving device receiving information of a user for whom membership 
qualification is performed (C. 10, L 21-39); 

first determining means for determining, in response to the information of the 
user, whether the user is utilizing the first service when the user wants to become a 
member of the second service (C. 10, L. 21-39); 

second determining means for determining that the user has a membership 
qualification for the second service by referring to the membership qualification table of 
the second service and checking that the identification information of the first service is 
included in the qualification criterion information of the second service when the user is 
utilizing the first service (C. 10, L. 21-39). 

Claim 14. Said system as set forth in claim 15, wherein said storing means stores 
a plurality of service tables of the services, each of which includes a membership 
condition of a corresponding service wherein said receiving means receives from the 
user a request to present an available membership service for the user (C. 10, L. 21- 
33); 

and wherein said processing system further comprises: 
selecting means for extracting, from among the plurality of service tables, 
a first membership condition from a service table of a current service of which the user 
has become a member and a second membership condition from at least one service 
table of at least one other service of which the user has not become a member in 
response to the request, comparing the first and second membership conditions, and 
selecting an eligible service of which the user can become a member (C. 10, L. 21-39); 

presenting means for presenting information to the user about the eligible 
service of which the user can become a member (C. 10, L. 21-39); 

Claim 16. Said system, comprising: 

storing means for storing service tables of a existing services in a membership 
qualification system, each of the service tables including a membership condition of a 
corresponding service of the existing services (Fig, 4; items 18, 22 and 24); 
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designating means for designating a new membership condition (Fig, 4; item 16); 

simulating means for comparing each membership condition of the service tables 
of the existing services with the new membership condition, adding information of users 
who are members of an existing service to a member count table when the new 
membership condition satisfies an old membership condition of the existing service and 
obtaining new member information about a number of users who can become members 
of another service corresponding to the new membership condition by counting a 
number of pieces of information contained in the member count table (C. 10; L. 21-39); 

output means for outputting the new member information (C. 10; L. 21-39). 

Claim 18. Said computer accessible transfer medium supplying a program to a 
computer, said program causing the computer to perform: 

receiving information of a user for whom membership qualification is performed 
(C. 4; L. 7-8); 

determining, in response to the information of the user, whether the user is 
utilizing a first service in a membership qualification system using membership 
qualification tables of services, each of the membership qualification tables including 
qualification criterion information for qualifying membership of a corresponding service 
and defining a prescribed service of which a user ought to be a member to have a 
membership qualification for the corresponding service, when the user wants to become 
a member of a second service in the membership qualification system based on 
identification information of the first service included in qualification criterion information 
for qualifying membership of the second service (C. 10; L. 21-39); 

determining that the user has a membership qualification for the second service 
by referring to the membership qualification table of the second service and checking 
that the identification information of the first service is included in the qualification 
criterion information of the second service when the user is utilizing the first service (C. 
10; L. 21-39); 
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Claim 17. Said computer accessible transfer medium as set forth in claim 18, 
said program further causing the computer to perform: 

extracting, from a plurality of service tables of the services, a first membership 
condition from a service table of a current service in a membership qualification system 
of which a user has become a member and a second membership condition from at 
least one service table of at least one other service in the membership qualification 
system of which the user has not become a member in response to the request (C. 10; 
L. 21-33); 

comparing the first and second membership conditions (C. 18, L. 27-48); 
selecting an eligible service of which the user can become a member (C. 38, L. 

9-10); 

presenting information to the user about the eligible service of which the user can 
become a member (C. 7, L. 37-49). 

Claim 19. Said computer accessible transfer medium supplying a program to a 
computer, said program causing the computer to perform: 

storing service tables of existing services, each of the service tables including a 
membership condition of a corresponding service of the existing services (C. 10; L. 21- 
39); 

designating a new membership condition (C. 10; L. 21-39); 

comparing each membership condition of the service tables of the existing 
services in a membership qualification system with the new membership condition (C. 
10; L. 21-39); 

adding information of users who are members of an existing service to a member 
count table when the new membership condition satisfies an old membership condition 
of the existing service (C. 10; L. 21-39); 

obtaining new member information about a number of users who can become 
members of another service corresponding to the new membership condition by 
counting a number of pieces of information contained in the member count table (C. 18, 
L. 27-48); 
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outputting the new member information (C. 10; L. 21-39). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rothman et al. 

Claim 12. Rothman teaches said method, comprising: 

referencing the qualification criterion information for qualifying membership of a 
first service in a membership qualification system using membership qualification tables 
of services, each of the membership qualification tables including qualification criterion 
information for qualifying membership of a corresponding service and defining a 
prescribed service of which a user ought to be a member to have a membership 
qualification for the corresponding service, when a user wants to become a member of 
the first service (C. 10, L. 21-33); 

receiving information of a user for whom membership qualification is performed 
determining, in response to the information of the user, whether the user is 
utilizing a second service in the membership qualification system based on the 
identification information of the second service included in the qualification criterion 
information (C. 10, L. 21-33); 

determining that the user has a membership qualification for the first service by 
referring to the membership qualification table of the first service and checking that the 
identification information of the second service is included in the qualification criterion 
information of the first service when the user is utilizing the second service (C. 10, L. 21- 
33); 
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presenting a qualification result (C. 10, L. 21-33). 

Rothman does not explicitly teach that said presenting step includes displaying a 
qualification result on a screen. 

However, Rothman teaches that said method is implemented on a computer. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Rothman to include that said presenting step 
includes displaying a qualification result on a screen, because it would advantageously 
allow to avoid using paper in the process. 

Claim 1 1 . Said method as set forth in claim 12, wherein said storing includes 
storing a plurality of service tables of the services, each of the service tables 
including a membership condition of a corresponding service (Fig. 4), wherein said 
receiving includes receiving from the user a request to present an available membership 
service for the user (C. 4; L. 7-8), wherein said processing method further comprises: 

extracting, in response to the request, from among the plurality of service 
tables, a first membership condition from a service table of a current service of which 
the user has become a member and a second membership condition from at least one 
service table of at least one other service of which the user has not become a member 
(Fig. 4); 

comparing the first and second membership conditions (Fig. 4; item 30); 

selecting an eligible service of which the user can become a member, and 
wherein said displaying includes displaying information about the eligible service 
of which the user can become a member on the screen (C. 10, L. 21-39). 

Claim 13. Said method, comprising: 

storing service tables of existing services, each of the service tables including a 
membership condition of a corresponding service of the existing services (Fig. 4; item 
24); 

designating a new membership condition (Fig. 4; item 16); 

comparing each membership condition of the service tables of the existing 
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services in a membership qualification system with the new membership condition (Fig. 
4; item 30); 

adding information of users who are members of an existing service to a member 
count table when the new membership condition satisfies an old membership condition 
of the existing service (Fig. 4; item 32); 

obtaining new member information of a number of users that can become 
members of another service corresponding to the new membership condition by 
counting a number of pieces of information contained in the member count table (C. 10, 
L 21-39); 

presenting a qualification result (C. 10, L 21-39). 

Rothman does not explicitly teach that said presenting step includes displaying a 
qualification result on a screen. 

However, Rothman teaches that said method is implemented on a computer. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify Rothman to include that said presenting step 
includes displaying a qualification result on a screen, because it would advantageously 
allow to avoid using paper in the process. 

Response to Arguments 

Applicant's arguments with respect to Claims 1-19 have been considered but are 
moot in view of the new ground(s) of rejection. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicants disclosure (see form PTO-892). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Igor Borissov whose telephone number is 571-272- 
6801 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on 571-272-6708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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